
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/594,475 


09/28/2006 


__ 

Yoshiharu Ohta 


2691-000058/US 


9499 



30593 7590 10/10/2007 

HARNESS, DICKEY & PIERCE, P.L.C. 
P.O. BOX 8910 
RESTON, VA 20195 



EXAMINER 



MARCHESCHI, MICHAEL A 



ART UNIT 



PAPER NUMBER 



1793 



MAIL DATE 



DELIVERY MODE 



10/10/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/594,475 • 


Applicant(s) 

OHTA ET AL. 


examiner 

Michael A. Marcheschi 


Art Unit 

1793 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 10 is indefinite because it depends on a canceled claim. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless » 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 7 and 9-1 1 are rejected under 35 U.S.C. 102(b) as anticipated by Tamai et al. 

(144). 

Tamai et al. teach in the abstract, column 3, lines 12-45, column 5, line 64-column 6, line 
27, column 8, lines 33-35 and the claims, a polishing composition comprising 10+ weight 
percent fumed silica. The fumed silica has a bulk density of at least 70 g/1. The reference also 
teaches a method of making the fumed silica polishing composition. 
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In view of the above teachings, the claimed composition is anticipated by the reference 
because the reference teaches a composition that comprises 10+ weight percent (claimed value) 
fumed silica having the claimed bulk density. 

With respect to the process limitations, the reference clearly teaches these, however, 
assuming arguendo, applicants use process limitations to define the product and "product-by- 
process" claims do not patentably distinguish the product even though made by a different 
process. In re Thorpe 227 USPQ 964. 

Claims 1, 2, and 6-1 1 are rejected under 35 U.S.C. 103(a) as obvious over Kaufman et al. 
(382) in view of Tamai et al. (144). 

Kaufman et al. teach in the claims, a polishing composition comprising 15 weight percent 
fumed silica, an oxidizer, a complexing agent and other components. 

This reference is silent as to the bulk density of the fumed silica and the processing 
conditions used to make the slurry. 

With respect to the bulk density, this is obvious motivated by the fact that the secondary 
reference teaches in column 6, lines 7-23 beneficial reasons to make a polishing composition by 
using fumed silica with the claimed bulk density. 

With respect to the process limitations, applicants use process limitations to define the 
product and "product-by-process" claims do not patentably distinguish the product even though 
made by a different process. In re Thorpe 227 USPQ 964. 
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Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as obvious over Tamai et al. (144) in 
view of Kaufman et al. (382). 

The primary reference lacks the teaching of the claimed additives in the polishing 
composition, however, it is the examiners position that the skilled artisan would have appreciated 
and thus found it obvious to add any one of the claimed additives to the composition according 
to the primary reference because these additives are conventionally known to be added to 
polishing compositions depending on the polishing characteristics sought and this aspect would 
have been well within the scope of the skilled artisan with predicable results. 



The additional references cited on the 1449 have been reviewed by the examiner and are 
considered to be art of interest since they are cumulative to or less than the art relied upon in the 
above rejections. 

Any foreign language documents submitted by applicant has been considered only to the 
extent of the short explanation of significance, English abstract or English equivalent, if 

■ 

appropriate. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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